
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA616536
Filing date: 07/18/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91210379

Party Plaintiff
Atlas Brewing Company, LLC

Correspondence
Address

LEMA A KHORSHID
FUKSA KHORSHID LLC
70 W ERIE, 2ND FLOOR
CHICAGO, IL 60654
UNITED STATES
lema@fklawfirm.com, robert@fklawfirm.com

Submission Other Motions/Papers

Filer's Name Robert J. Schaul

Filer's e-mail robert@fklawfirm.com

Signature /s/ Robert J. Schaul

Date 07/18/2014

Attachments Petition to director.pdf(287861 bytes )
Exhibits Petition.pdf(3456343 bytes )

http://estta.uspto.gov


1 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of: 
Application Serial No. 85642549 
For the mark of “ATLAS” 
Published in the Official Gazette  
December 25, 2012 
 
ATLAS BREWING COMPANY, LLC,  ) 
       ) 
 Opposer,     )      
       ) 
v.       ) Opposition No. 91210379 
       )  
ATLAS BREW WORKS, LLC,    ) MARK: ATLAS 
f/k/a VOLSTEAD BEER WORKS LLC,   ) 
f/k/a ATLAS BEER WORKS  LLC   ) 
       ) 
 Applicant.     ) 
 

OPPOSER’S PETITION TO THE DIRECTOR SEEKING REVIEW OF THE DENIAL 
OF SUMMARY JUDGMENT, AND MOTION TO SUSPEND THE PROCEEDINGS 

 
 Opposer, ATLAS BREWING COMPANY, LLC, (“Opposer”) a Limited Liability 

Company organized and existing under the laws of the State of Illinois, with offices at 2747 N. 

Lincoln Avenue, Chicago, Illinois 60614, respectfully petitions the Director of the Trademark 

Trial and Appeal Board (“TTAB”) to reverse the Board’s denial of summary judgment in 

Opposer’s favor and enter an order granting summary judgment under Federal Rule of Civil 

Procedure 56(c), and sustaining its opposition of Applicant ATLAS BREW WORKS, LLC’s 

(“Applicant’s”) Trademark Application Serial No. 85/642,549 (the “549 Application”) for the 

mark ATLAS. Opposer also moves, pursuant to 37 C.F.R. §2.127(d), that the Board suspend this 

proceeding pending determination of this Petition as of the date of submission. 
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INTRODUCTION 

 On February 12, 2014, Opposer filed its motion for summary judgment pursuant to Fed. 

R. Civ. P. 56(c). The motion relied on two distinct rationales. First, Opposer argued that 

Applicant’s mark is primarily geographically descriptive of the Atlas District of Washington, 

D.C. The argument was based, in large part, on Applicant’s sworn answers to interrogatories in 

which its president stated that it chose the ATLAS mark “because the Atlas District is the 

commercial strip neighborhood in the District of Columbia near the intended location of the 

brewery.” A copy of the Applicant’s answer to Opposer’s Interrogatory 7 is attached as Exhibit 

1. Opposer also argued that the Applicant lacked a bona fide intent to use the mark at the time it 

filed its application. This Petition does not object to the denial of summary judgment on that 

basis.     

 Opposer now seeks the Director’s review of the denial of summary judgment pursuant to 

her powers under 37 C.F.R. §2.146. Opposer asks the Director to enter summary judgment in its 

favor because the applied-for mark is primarily geographically descriptive and therefore 

ineligible for primary registration.  

FACTUAL BACKGROUND 

 On June 4, 2012, Applicant filed the ‘549 Application seeking registration of the mark 

ATLAS, based on intent to use the mark in commerce under Section 1(b) of the Lanham Act, 15 

U.S.C. §1051(b) (the “Applicant’s Mark”). On June 5, 2012, the Applicant’s chief executive 

officer, Justin Cox, sent an email regarding the name of the Applicant’s planned brewery under 

the subject line “Volstead Update 6/5”.1 A copy of this email is attached as Exhibit 2. In the June 

5th Email, Mr. Cox explained the trademark issue Applicant was having with Volstead Beer 

Works and that he was contemplating an alternative mark: “Atlas Brew Works”. See Ex. 2. The 
                                                           
1 Applicant previously sought to register a “Volstead Beer Works” mark, but later withdrew the application.  
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June 5th Email solicited the “thoughts” of the recipients of the email, presumably the investors of 

the brewery. Id. In that same email, Mr. Cox discussed the reason for the name “Atlas” stating 

that “[t]he Atlas District is the name of the commercial strip neighborhood in DC that we will be 

near.” Id.  

 On September 21, 2012, Applicant received an office action from the USPTO refusing 

the registration of Applicant’s Mark due to a likelihood of confusion with another mark, 

SKINNY ATLAS LIGHT, which was registered on the Principal Register for “beer and ale” 

under United States Registration Number 2089219. In response to the USPTO’s office action, 

Mr. Cox presented an affidavit on October 2, 2012 (the “Cox Affidavit”). A copy of the Cox 

Affidavit is attached as Exhibit 3. In the Cox Affidavit, Mr. Cox testified that the Applicant’s 

“ATLAS mark will be used exclusively in connection with our brewery in the Washington, DC 

area.” See Ex. 3. Additionally, Mr. Cox testified that the Applicant’s “beers will be marketed 

exclusively to beer connoisseurs in the Washington, DC area.” See Ex. 3. Further, Mr. Cox 

testified that “the trade channels of [Applicant’s] goods bearing the ATLAS mark will be offered 

exclusively through [its] brewery location in Washington, DC and will be offered at wholesale to 

various local bars and restaurants in the Washington, DC area.” Id. 

 In Applicant’s response to Opposer’s Interrogatory Request No. 7, produced in discovery 

on December 24, 2013, Applicant stated that Cox “began considering the mark ATLAS as an 

alternative” to Volstead in late May 2012. “This was because the ‘Atlas District’ is the name of 

the commercial strip neighborhood in the District of Columbia near the intended location of the 

brewery.” Ex. 1.  

 On April 24, 2013, Opposer timely filed its Notice of Opposition of the ‘549 Application 

based on a likelihood of consumer confusion with its trade name usage of Atlas Brewing 
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Company and its use of “Atlas Brewing Company” in commerce no later than July 19, 2012. In 

the course of moving for summary judgment, Opposer was granted leave to amend its 

Opposition, adding affirmative grounds for refusal because (a) Applicant’s Mark is primarily 

geographically descriptive of the goods to be marketed and sold thereunder, and (b), even if 

Applicant’s Mark is not primarily geographically descriptive, Applicant had no bona fide intent 

to use the Applicant’s Mark at the time it filed the ‘549 Application. 

 In denying Opposer’s motion for summary judgment, the Board accepted Applicant’s 

contentions that the brewery’s location is near, but not directly in, the Atlas District, and that the 

Atlas District is neither a commonly-known geographical location, nor a location known for its 

production of beer, create genuine issues of material fact about the significance of the 

Applicant’s Mark. See Dkt. 9, “Ex. A”.; Dkt. 13, pp. 8-9. Applicant also proposed alternative 

meanings associated with the Atlas mark which were not mentioned in the answer to 

interrogatories, but which the Board felt created genuine issues of material fact about the primary 

significance of the ATLAS mark. See Id.    

LEGAL STANDARDS 

 37 C.F.R. 2.146 provides that parties may petition the Director in a variety of 

circumstances, including “to invoke the supervisory authority of the Director in appropriate 

circumstances. . .” 37 C.F.R. 2.146(a)(3). Further, “[a] petition from an interlocutory order of the 

[TTAB] shall be filed within thirty days after the date of mailing of the order from which relief is 

requested.” 37 C.F.R. 2.146(d)(2). 

 Summary judgment is appropriate in cases where the moving party establishes that there 

are no genuine issues of material fact and that it is entitled to judgment as a matter of law. Fed. 

R. Civ. P. 56(c). An issue is material when its resolution would affect the outcome of the 
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pending litigation. Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986). A fact is 

genuinely in dispute only if a reasonable fact finder could return a verdict in favor of the 

nonmovant. Id.  

ARGUMENT 

 Based on the facts disclosed by the Applicant in discovery, Opposer is entitled to 

judgment as a matter of law. The ‘549 Application is primarily geographically descriptive of the 

location where the goods originate. The Applicant’s own internal emails, as well as the 

statements in its sworn interrogatory answers betray this fact. When given the opportunity to 

explain the choice of mark, in a sworn interrogatory, the Applicant cited the geographical 

location – not Greek titans or other factors – as the primary motivation for choosing the ATLAS 

name. Ex. 1.  

 Furthermore, the interrogatories were answered on December 24, 2013, at a point in time 

when Applicant knew where its brewery was located – that is, when it knew that the brewery was 

near but not in the Atlas District. Only after it recognized the danger of citing a geographical 

location as its namesake under oath did Applicant advance a much more involved set of reasons 

for choosing the name, including that the brewery is near, but not in, the Atlas District. See Dkt. 

9, “Ex. A.” Applicant’s attempt to manufacture a genuine issue of material fact in response to a 

motion for summary judgment should not be indulged. Summary judgment should enter for the 

Opposer because the Applicant’s mark is primarily geographically descriptive, by its own 

admission.    

 A trademark will not be granted registration on the Principal Register if it consists of a 

mark which, when used on or in connection with the goods of the applicant, is primarily 

geographically descriptive of them. 15 U.S.C. §1052(e)(2); T.M.E.P. §§1209.01(b), 1210.01. In 
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order to establish a prima facie case of unregistrability, an opposer must prove that: (a) the 

primary significance of the mark is a generally known geographic location; and, (b) the relevant 

public purchasers would be likely to believe that the goods and services originate in the 

geographic place identified in the mark. In re Nantucket, Inc., 677 F.2d 95, 213 U.S.P.Q. 889, 

891 (C.C.P.A. 1982).  

 In the present case, both criteria are satisfied. Applicant’s own disclosures indicated that 

the primary significance of the mark “Atlas” is a generally known geographic location, namely 

the Atlas District in Washington DC. Applicant stated, under oath, via its answer to 

interrogatories, that it had chosen the name “Atlas” because “the ‘Atlas District’ is the name of 

the commercial strip neighborhood in the District of Columbia near the intended location of the 

brewery.” See Ex. 1. In the June 5th Email, the Applicant’s chief executive officer, Justin Cox, 

also stated, when suggesting the name “Atlas Beer Works” to investors that “[t]he Atlas District 

is the name of the commercial strip neighborhood in DC that we will be near.” See Ex. 2.  

 The “Atlas District” is a generally known geographic location as defined by the TBMP 

and the Board’s case law. See: T.B.M.P. §1210.02(a) (a geographic location may be any term 

identifying a particular locality, region or area); In re Spirits of New Merced, LLC, 85 U.SP.Q.2d 

1614 (TTAB 2007)(“[i]t is well settled that a recognized nickname or other informal name for a 

geographic location is considered the equivalent of the official or formal name for the purposes 

of determining registrability of the geographic term”). The Atlas District gets its name from the 

Atlas Theatre, which is now known as the Atlas Performing Arts Center. A copy of the Atlas 

Performing Arts Center’s Webpage is attached as Exhibit 4. The Atlas Performing Arts Center’s 

website states the neighborhood surrounding the theatre is “known as the Atlas District.” See Ex. 

4.  
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 The Atlas District has its own Wikipedia page, which describes it as “an arts and 

entertainment district located in the Near Northeast neighborhood of Washington, DC.” A copy 

of the Wikipedia Page is attached as Exhibit 5. The Atlas District has a Web site devoted to it, 

www.atlasdistrictdc.com (the “Atlas District Web Site”). A screenshot of the Atlas District Web 

Site is attached as Exhibit 6. The Atlas District even has its own designated page on Yelp (the 

“Atlas District Yelp Page”). A screenshot of the Atlas District Yelp Page is attached as Exhibit 

7.2 Google Maps recognizes the Atlas District as a searchable neighborhood in Washington, D.C. 

A screenshot of the Google Maps Search for Atlas District is attached as Exhibit 8.  

 Applicant’s response to the motion for summary judgment contains a blatant 

contradiction. It admits that the Atlas District is a recognized area in Washington D.C. and 

admits that it chose the name, at least in part, because of the brewery’s proximity to the Atlas 

District, yet goes on to pretend that the Atlas District hardly exists as a recognized location. Dkt. 

9, “Ex. A”, ¶¶ 28-29. Applicant can point to no standard under trademark law or otherwise 

suggesting that a place name must be the most common one used to describe the area in order to 

meet the primarily geographically descriptive criteria.  

 Purchasers would be likely to believe that the goods and services originate in the 

geographic place identified. Goods or services may be said to “originate” from a geographic 

location if, for example, they are manufactured, produced or sold there. T.B.M.P. §1210.03. 

Applicant’s intended principal place of business is its brewery and restaurant, which is located 

approximately 1.3 miles from the center of the Atlas District.3 Applicant’s beers, which 

                                                           
2 It bears noting that one of the other businesses listed on the Atlas District’s Yelp page chose the name “Atlas 
Room” for a restaurant in the district, further contradicting Applicant’s insistence that the Atlas District is not a 
recognized name for the “H Street Corridor.” See Ex. 7. 
3 The short distance between the threshold of the Atlas District and the location of Applicant’s principal place of 
business does not affect Opposer’s argument that there is goods/place association between ATLAS beer and the 
Atlas District; the T.B.M.P. states that the goods may be produced, manufactured or sold “in or near” the place for 
purchasers to form the requisite association. T.B.M.P. §1210.04. See In re Spirits of New Merced, LLC, 85 
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Applicant intends to sell under the name ATLAS, will be brewed solely at Applicant’s principal 

place of business and sold there on a daily basis.  

 Applicant even testified that it is exclusively targeting individuals in the Washington, 

D.C. area. In the Cox Affidavit, which was submitted to the USPTO in furtherance of the ‘549 

Application, Cox testifies that the “ATLAS mark will be used exclusively in connection with our 

brewery in the Washington, DC area.” See Ex. 3, ¶1. Applicant testified that “the trade channels 

of our goods bearing the ATLAS mark will be offered exclusively through our brewery location 

in Washington, DC and will be offered at wholesale to various local bars and restaurants in the 

Washington, DC area.” Id.  

 Moreover, Applicant entered into a distribution agreement with a third party, after which 

a press release (the “Press Release”) explained that Applicant was to “distribute local craft beer 

District wide.” A copy of the Press Release is attached as Exhibit 9. The Press Release also states 

that Applicant’s distribution agreement “will guarantee beer drinkers within the District” that 

they would have access to Applicant’s goods, further illustrating that Applicant is targeting its 

sales and marketing efforts at the group of consumers most likely to know that Applicant’s Mark 

refers to the Atlas District. Since the mark will be used exclusively in the D.C. area, the 

Applicant’s purchasers would be intimately knowledgeable of the Atlas District in Washington, 

D.C.  

 Applicant argued in its response to summary judgment that there is no evidence that the 

Atlas District is known for beer. In analyzing such an argument, courts have held that the 

geographical location described in an applied-for mark need not be “well-known or noted for the 

                                                                                                                                                                                           

U.S.P.Q.2d 1614, 1621 (TTAB 2007)(holding YOSEMITE BEER geographically descriptive of beer produced and 
sold in a brewpub in Merced, California; the Board stated that “[s]ince the goods originate at or near [Yosemite 
National Park], we can presume an association of applicant’s beer with the park.”). Applicant acknowledged as 
much in the June 5th Email. 



9 
 

goods,” In re Loew’s Theatres, Inc., 769 F.2d 764, 226 U.S.P.Q. 865 (Fed. Cir. 1985). Cox 

testified that Applicant’s “beers will be marketed exclusively to beer connoisseurs in the 

Washington, DC area, between the ages of 21 and 40, with disposable income who are seeking 

local beers,” which according to Cox is a “highly specialized industry.” See Ex. 3. That may not 

amount to an admission that the area is known for beer, but it is entirely consistent with a 

marketing plan aimed at people who will, in fact, know about the Atlas District and associate the 

Applicant’s products with that district.  

 It is not Opposer’s burden to show that the Atlas District is known for beer; it is 

Opposer’s burden to show that Applicant chose the mark primarily in connection with a 

geographical location and that the primary meaning conveyed is geographical. “Though more 

than a geographic name is required in order to meet the ‘primarily geographically descriptive’ 

category, there is no requirement that the challenger to a trademark demonstrate that the area is 

noted for the goods in question. The proper inquiry is ‘What meaning, if any, does the term 

convey to the public with respect to the goods on which the name is used?’“ Burke-Parsons-

Bowlby Corp. v. Appalachian Log Homes, Inc., 871 F. 2d 590, 595 (6th Cir. 1989) (quoting In re 

Nantucket,.677 F. 2d at 102). Given Applicant’s own admissions on the subject there is no doubt 

that its intention is to create a goods/place association in the consumer’s mind between the 

ATLAS mark and the Atlas District.  

 Applicant admitted its intention to focus its marketing and sales efforts on precisely the 

relevant purchasing public that would be most familiar with the Atlas District, and, therefore, 

most capable of forming the goods/place association set forth in In re Nantucket, LLC,  between 

Atlas beer and the Atlas District. 
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 Applicant’s ATLAS mark is primarily geographically descriptive of the Atlas District 

and cannot be registered on the Principal Register without acquiring distinctiveness through 

secondary meaning. However, because Applicant has not yet placed its mark in commerce and 

consumers have had no opportunity to encounter the mark in the marketplace, it is impossible for 

the Applicant to establish acquired distinctiveness.  

 Without acquired distinctiveness, Applicant’s merely descriptive mark can only be placed 

on the Supplemental Register. However, an applicant who relies on §1(b) of the Lanham Act for 

registering a mark cannot seek registration on the Supplemental Register until the applicant has 

submitted an amendment to allege use or a statement of use. See T.M.E.P. §1102.03; 37 C.F.R. 

§§2.47(d), 2.75(b). Applicant has not submitted either an amendment to allege use or a statement 

of use. Applicant’s application is based solely on §1(b). If Applicant ever does submit such an 

amendment or statement, the filing date of the amendment will be the filing date of the 

application. T.M.E.P. §1102.03; see also T.M.E.P. §206.01; 37 C.F.R. §2.75(b). Since Opposer 

applied for Opposer’s Mark under §1(a) of the Lanham Act, alleging its first use in commerce as 

of July 19, 2012, it would be impossible for the Applicant to establish priority over the 

Opposer’s Mark and proceed to registration on the Supplemental Register. Since the Applicant’s 

Mark cannot be registered on either register, the Board could not reasonably return a verdict in 

favor of the Applicant. The Opposer’s Opposition must be sustained.   

 Opposer respectfully requests that the Director grant summary judgment in its favor on 

the basis that Applicant’s Mark is primarily geographically descriptive.  

CONCLUSION 

 WHEREFORE, Opposer requests that the Director suspend the proceedings until the 

disposition of this Petition, reverse the decision of the Board denying summary judgment, and 
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grant summary judgment in Opposer’s favor sustaining Opposer’s Opposition and refusing 

registration for Application Serial No. 85642549. 

        Respectfully submitted, 
        ATLAS BREWING COMPANY, LLC 

 
        /Thomas D. Carroll/    
        Date: July 18, 2014 
 
 
 
FUKSA KHORSHID, LLC 
Lema A. Khorshid 
Robert J. Schaul 
Perry Gattegno 
Thomas D. Carroll 
70 W. Erie, 2nd Floor 
Chicago, IL 60654 
(312) 266-2221 
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CERTIFICATE OF SERVICE 

 
I, Robert J. Schaul, hereby certify that I caused a true and complete copy of the foregoing 
Opposer’s Petition To The Director Seeking Review Of The Denial Of Summary Judgment, And 
Motion To Suspend The Proceedings to be served upon Applicant’s attorney of record via first 
class postal and electronic mail on this 18th day of July, 2014, at the following address:  
 
Banner & Witcoff, Ltd. 
c/o Anna L. King, Esq. 
10 S Wacker Drive 
Suite 3000 
Chicago, Illinois 60606 
aking@bannerwitcoff.com  
 
 

         /Robert J. Schaul/   
         Robert J. Schaul,  
         Attorney of Record 
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